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1) Applicant is advised that should claim 1 be found allowable, claim 20 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim 20 has the same scope as claim 1 . The different wording of the preambles 
of claims 1 and 20 fails to create a difference in scope between these claims. 

2) The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3) Claim 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 20, it is unclear if the description of "isolating ... from the solvent [which 
has no antecedent basis]" means that claim 20 excludes the use of latex which is 
described in the step of "providing a rubber cement or latex". In other words, it is 
unclear if "solvent" is considered to be generic to organic solvent and water. More 
generally, it is unclear if either the cement or latex may be used in the isolating step to 
form the premix. 

4) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5) The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6) Claims 1, 7 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Japan 486 (JP 52-145486). 

Japan 486, directed to producing powder rubber, teaches: 

(1) mixing rubber latex (e.g. butadiene, butadiene-styrene), carbon black and 
optionally oil such as aroma oil, napthene oil or paraffin oil (the oil being a "processing 
aid"); 

(2) adding salt coagulating agents to the mixture to form crumb (the step of 
forming crumb being an "isolating step"); and 

(3) adding rubber latexes and carbon black aqueous slurry to the crumb such 
that the amount of carbon black added exceeds that of the carbon black added in the 
first step, and 

(4) treating the mixture obtained in the third step in the presence of salt 
coagulating agents. 

Hence, Japan 486 teaches a first "liquid state" mixing step in which rubber latex 
is mixed with oil ("processing agent") to form a mixture from which crumb is obtained 
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and a second "liquid state" mixing step in which the crumb is mixed with rubber latex 
and aqueous carbon black slurry. 

In claims 1 and 20, the claimed adding step reads on Japan 486's first mixing 
step. The claimed "processing aid" reads on the oil. The claimed isolating step reads 
on Japan 486's step of forming crumb from the first mixture. The claimed step of 
"mixing the premix with carbon black" reads on Japan 486 , s step of adding rubber latex 
and aqueous carbon black slurry to the crumb. The claimed step of "mixing the premix 
with carbon black" reads on and does not exclude "liquid state" mixing. In other words, 
the step of "mixing the premix with carbon black" fails to require "solid state mixing". 
7) Claims 1, 7-11, 17-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japan 486 and optionally in view of Willi Clas (US 3317458). 

Japan 486, discussed above is considered to anticipate claims 1 , 7 and 20. In 
any event: It would have been obvious to one of ordinary skill in the art to add "at least 
one processing aid" to the rubber latex in Japan 486's first mixing step before 
coagulating to form the crumb and then mixing the crumb with rubber latex and aqueous 
carbon black since (1 ) Japan 486 teaches that oil may be added to the rubber latex in 
the first mixing step and optionally (2) Willi Clas, also directed to making a premixture, 
teaches that known plasticizers such as mineral oil, resins, fats or waxes can be 
incorporated in the preliminary mixtures before the coagulation of the latex in order to 
improve processing of the composition((col. 2 lines 23-30). 

As to claim 8, it would have been obvious to mix within a mixer having a net 
mixing chamber volume of at least 75 L operated at a fill factor of at least about 50 
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depending on the desired amount of rubber powder to be made since (1) Japan 486 
teaches using mixing steps in the manufacture of the rubber powder and optionally (2) it 
is taken as well known / conventional per se to conduct mixing in a mixer of desired 
size. 

As to claim 9, Willi Clas suggests using resin as a processing aid. 

As to claims 10-11, it would have been obvious to use fatty acid (claim 10) / 
mixture of zinc fatty acid salts (claim 1 1) for the processing aid since (1) Willi Clas 
teaches using processing aids such as fats and (2) each of fatty acid and mixture of zinc 
fatty acid salts is taken as a well known / conventional processing aid per se in the 
rubber compounding art. 

As to claims 17-18, the claimed amount of processing agent would have been 
obvious and could have been determined without undue experimentation in view of 
(a) Japan 486's teaching to add oil to the latex and optionally (b) Willi Clas's suggestion 
to add a processing aid (col. 2 lines 23-30) to a latex to improve processing of the 
composition. 

8) Claims 2-7 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japan 486 and optionally in view of Willi Clas as applied above 
and further in view of Baranwal (US 3824206). 

As to claims 2-6, it would have been obvious to one of ordinary skill in the art to 
add solvent to the processing aid to form a cocktail as claimed in view of Baranwal et 
al's teaching to facilitate dispersion of an additive in the water or solvent in which the 
rubber is dispersed by dispersing the additive in a small volume of water or solvent as is 



Application/Control Number: 10/022,108 Page 6 

Art Unit: 1733 

conventional in making up such mixes (col. 5 lines 34-38). As to heating (claim 3), it 
would have been obvious to heat the cocktail as claimed since it is taken as well known 
/ conventional per set to improve dispersion in a liquid mixture using heat. As to claims 
4-6, it would have been obvious to use a processing aid and oil in view of (1) Japan 486 
and Baranwal's suggestion to oil and (2) it is taken as well known / conventional per se 
in the art of rubber compounding to use both oil and a different processing aid such as a 
different oil. 

As to claim 7, it would have been obvious to isolate by drying the rubber and 
processing aid since (1 ) Japan 486 teaches isolating by coagulation to from the crumb 
and (2) it is well known, as evidenced by Baranwal et al (see col. 2 lines 7-26), to mix 
rubber in liquid form as a latex or a solution with oil and then to isolate the "premix" by 
coagulation if it is a latex or by evaporation if it is a solvent. 

As to claim 16, it would have been obvious to shape and cure in the vulcanizable 
composition into a tire component such as a tire tread in view of Baranwal et al's 
suggestion to shape and cure a vulcanizable composition containing carbon black to 
forma tire tread. 

9) Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japan 486 and optionally in view of Willi Clas as applied above and further in 
view of Lawson et al (US 5332810). 

As to claims 12-15, it would have been obvious to use the claimed functionalized 
rubber as the rubber in Japan 486's process in view of Lawson et al's teaching of a 
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functionalized rubber having a predictable molecular weight range for mixing with 
carbon black. 



10) Applicant's arguments with respect to claims 1-18 and 20 have been considered 
but are moot in view of the new ground(s) of rejection. 

Applicant comments that the current claims define mixing certain ingredients in 
the liquid state followed by mixing certain ingredients in the solid state. However, none 
of the current claims require mixing ingredients in the liquid state followed by mixing 
ingredients in the solid state. 

11) No claim is allowed. 

12) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven D. Maki whose telephone number is (571 ) 272- 
1221 . The examiner can normally be reached on Mon. - Fri. 7:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on (571) 272-1 156. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Remarks 



Steven D. Maki 
April 18, 2005 
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